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INTRODUCTION 

 Petitioner, O2Micro International Limited (“O2Micro”) respectfully submits its Motion 

for Summary Judgment since the undisputed facts establish as a matter of law that the mark 

shown in U.S. Trademark Registration No. 2231093 was abandoned, and that O2 Holdings 

Limited (“O2 Holdings”) knowingly made material misrepresentations of fact in its Section 8/9 

Application for renewal of said Registration with the intent to deceive the U.S. Trademark 

Office. 

 Since initiation of this proceeding four years ago, the parties have each filed, among other 

things, motions for summary judgment. The Board denied both. O2 Holdings also filed a Motion 

to Dismiss Petitioner’s amended Petition for Cancellation, and the motion was denied. The 

parties have conducted limited discovery and meanwhile have been engaged in settlement 

discussions. The discovery period has closed and Petitioner has served its Pretrial Disclosures. 

Petitioner’s trial period is set to open July 4, 2013.  

STATEMENT OF MATERIAL FACTS 

 O2Micro and O2 Holdings each own applications and registrations for their various “O2” 

trademarks in many countries.  They are parties to trademark disputes in several countries, all 

involving the parties’ respective “O2” trademarks, including oppositions filed in Taiwan, 

Singapore, the European Community, and litigation initiated in Germany by O2 Holdings on 

July 16, 2009.   

O2Micro has been using the marks “O2MICRO,” “O2MICRO SMART CARD 

ENABLED, plus design,” “O2MICRO BREATHING LIFE INTO MOBILITY, plus design,” 

and “O2MICRO, plus design” in connection with integrated circuits and related devices in 

commerce since at least as early as May of 1995.  
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O2 Holdings is a telecommunications company located in the UK, which provides 

mobile, fixed and broadband services in the UK, Ireland, Germany, the Czech Republic and 

Slovakia (Declaration of Fessler). O2 Holdings has filed U.S. Trademark applications for various 

“O2” trademarks, all of which were filed based on O2 Holdings’ home country applications or 

registrations under Section 44 of the Lanham Act. No use in commerce is alleged in any of O2 

Holdings’ filings. 

O2 Holdings’ application or registration with the earliest filing date is a registration 

resulting from an application filed by another entity, Silicon Graphics, Inc. (SGI). SGI executed 

an “Assignment of U.S. Trademark, U.S. Trademark Registration therefor, and the Goodwill 

Associated Therewith” dated October 29, 2007 with respect to the ‘093 Registration (Exhibit A).  

After execution of the assignment document, SGI became a licensee of O2 Holdings with respect 

to the “O2” trademark. The former SGI Registration is the subject of the present cancellation 

action, that is, U.S. Registration No. 2231093 (“the ‘093 Registration”) and is of record in this 

action pursuant to TBMP § 528.05(a); 37 CFR 2.122(b).  

 The ‘093 Registration covers “computer hardware and computer operating system 

software, and instructional manuals therefore sold as a unit therewith.” On October 29, 2007, 

SGI executed an assignment of the ‘093 Registration to O2 Holdings (see Answer to Petition to 

Cancel Registration).  On March 9, 2009, O2 Holdings filed a Combined Declaration of Use in 

Commerce & Application for Renewal of Registration of a Mark under Sections 8 & 9 (the 

“Renewal Application”) with the U.S. Patent and Trademark Office and claimed current use of 

the mark in commerce in connection with all of the goods recited in the ‘093 Registration (see 

Answer to Petition to Cancel Registration).  
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With respect to the Renewal Application, the following allegation was set forth in 

Petitioner’s June 29, 2009 Petition to Cancel Registration:  

Said filing included image files described as “Digital image of Applicant’s 

website showing goods and information on how to order goods” and comprising a 

copy of SGI’s “Silicon Graphics O2 Visual Workstation” datasheet, including the 

copyright notice “© 2000 Silicon Graphics, Inc.,” and a copy of pages at SGI’s 

web site, particularly the page shown at www.sgi.com/products/legacy/mips/html 

comprising photos of products that were no longer manufactured or sold, and 

hyperlinks to download owner’s guides therefore. n.1 The page shown at 

www.sgi.com/products/legacy is the page which provides a link to the specimen 

page, and it includes the heading “here you will find information for products that 

are no longer manufactured or sold by SGI.”  

Thus, the user would first find this statement and then be able to link to the page 

which O2 Holdings submitted as a specimen of use in its Renewal Application.  

 

 In its Answer to Petition to Cancel Registration, O2 Holdings stated it “has insufficient 

knowledge or information upon which to form a belief concerning” the foregoing allegation. 

In January, 2009, just prior to the filing of the Renewal Application, an SGI sales 

representative reported that the “O2” computer products had been discontinued as much as seven 

years earlier, were no longer available, and had been replaced with a different brand, “Fuel.” 

(Declaration of Carol Ball).   

 On October 11, 2005, O2 Holdings filed a Notice of Opposition against Locus 

Telecommunications, Inc.’s US Trademark Application Ser. No. 78376314 for the mark “O2.” In 

the Notice of Opposition, O2 Holdings alleged likelihood of confusion between its “O2” 

trademark and the opposed “O2” trademark, yet failed to assert any use of its alleged “O2” 

trademark in commerce (Exhibit B).  The Notice of Opposition was not amended to add an 

allegation of use in commerce despite O2 Holdings having acquired the ‘093 Registration in 

which a claim of use in commerce has been made. 

In Respondent’s June 10, 2013 Responses to Petitioner’s First Request for Admissions, 

O2 Holdings responded to Request for Admission No. 3 as follows: 
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 Admission No. 3: 

Admit that Respondent did not sell computer hardware and computer operating 

system software under the “O2” trademark in the U.S. in 2009. 

 

 Response: 

 Respondent is continuing to examine its records to determine if the “O2” 

trademark was used in the US during the relevant period in relation to computer 

hardware and computer operating system software, based on Respondent’s 

understanding of the terms computer hardware and computer operating system 

software. Its records are voluminous such that at this point in time, Respondent is 

unable to admit or deny the request and therefor DENIES the same. Respondent 

will make a good faith effect (sic) to determine the extent of such use, if any. 

 

ARGUMENT 

 

1. Petitioner is entitled to Summary Judgment on the issue of abandonment, as there is no 

genuine issue of material fact as to the nonuse and naked licensing of the mark. 

 

Trademark law provides for canceling a registration "[a]t any time if the registered mark 

... has been abandoned," 15 U.S.C. § 1064(3), and defines abandonment as discontinued use with 

an intent not to resume, 15 U.S.C.  § 1127. Additionally, naked or uncontrolled licensing can 

also result in the effective abandonment of a registered mark. Here, there is no genuine issue of 

material fact as to the abandonment of the mark by nonuse of assignor prior to assignment. 

Moreover, even if the registered mark were not abandoned by nonuse and invalid assignment, 

there is no genuine issue of material fact regarding its abandonment via years of naked, 

uncontrolled licensing. 

a) There is no genuine issue of material fact that the mark was abandoned through 

nonuse with the intent not to resume in October 2002. 

Under the Lanham Act, proof of nonuse for three years creates a presumption that the 

mark has been abandoned. 15 U.S.C.  § 1127. Once a prima facie case of abandonment is made 

by the challenger's evidence of nonuse for more than the statutory time period, the burden of 

production shifts to the trademark registrant. In carrying this burden, the registrant must: (1) 
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provide evidence to disprove the underlying fact triggering the presumption: three consecutive 

years of nonuse; and/or (2) provide evidence of an intent to resume use to disprove the presumed 

fact of no intent to resume use. Cerveceria Centroamericana, S.A. v. Cerveceria India, Inc., 892 

F.2d 1021, 13 U.S.P.Q.2d 1307 (Fed. Cir. 1989) (on the facts, the presumption was not rebutted 

and the mark was held abandoned); Rivard v. Linville, 133 F.3d 1446, 45 U.S.P.Q.2d 1374 (Fed. 

Cir. 1998) (on the facts, the registrant could not rebut the presumption and the registration was 

cancelled for abandonment). 

O2Micro has provided evidence of nonuse by O2 Holdings and its predecessor, SGI, by 

way of the Declaration of Carol Ball and the web sites reviewed and discussed in the Declaration 

of Jennifer L. Fessler and in the supplemental Declaration of Alex P. Garens, including the 

“Legacy Products” page on the SGI web site and archives of SGI’s Product page from 2002 to 

2009. This evidence objectively and unambiguously shows that SGI ceased use of the mark O2 

no later than October 2002 with the intent not to resume use. 

In particular, in January of 2009, a sales representative of SGI advised that the “O2” 

product had been discontinued as much as seven years earlier and replaced with a product sold 

under a different trademark, and noted that the SGI web site listed the “O2” product as being 

discontinued. (See Ball Declaration). Corroborating the employee’s statement, saved archives of 

the SGI web site confirm that on August 13, 2002 the website listed “O2” among its products, 

but on October 13, 2002, the “O2” product was no longer listed or offered, nor were any other 

products under the “O2” trademark. (See Garens Declaration). Thus, SGI intentionally ceased 

use of the “O2” trademark between August 13 and October 13, 2002.  

This amounts to abandonment in light of SGI’s actions confirming it had the intent not to 

resume use of the product or trademark. Specifically, starting at least as early as August 4, 2004, 
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the SGI website listed “O2” among its “Legacy Products” that “are no longer manufactured or 

sold by SGI.” (See Garens Declaration). Archived pages show that the SGI website continued to 

list the “O2” product as defunct in 2005, 2006, and 2007. Indeed, after first appearing on the list, 

“O2” has continuously been listed as a Legacy Product up until the commencement of this 

proceeding in 2009, and continues to be so listed as of the filing of this motion. (See Declaration 

of Fessler; Declaration of Garens).
1
 These archived pages further corroborate the SGI sales 

representative’s statement that the product line was discontinued and demonstrates that SGI 

considered the product line defunct without the intention to resume sales or offerings of its O2 

products. Further indicating that SGI had the intention not to resume use of the “O2” mark, the 

SGI employee stated that the “O2” products had been replaced by a different line of products 

under a new trademark.  

Accordingly, under the statutory presumption of three years of nonuse amounting to 

abandonment, because SGI ceased use of the mark in commerce between August and October 

2002 with intent not to resume use, as indicated by SGI’s own classification of the brand as 

retired and replaced, the ‘093 Registration was statutorily abandoned no later than October 2005. 

There being no genuine question of material fact regarding the dates of nonuse and intent not to 

resume use, Petitioner is entitled to Summary Judgment on the grounds of abandonment by 

nonuse. 

b) At the time of assignment, the registered mark had been abandoned, rendering the 

assignment void ab initio, such that Respondent never acquired the registration. 

                                                 
1
 Petitioner notes that SGI filed a Section 8 Affidavit for the ‘093 Registration on September 20, 2004 along with a 

specimen comprising a hardware reference manual for the discontinued “O2” product. This filing was made after the 

O2 products ceased to be offered in October 2002, and after SGI itself considered the product a discontinued, as 

listed on its “Legacy Page.” As such, this filing was either made fraudulently or under a mistaken understanding of 

the law. Either way, it does not change the facts that SGI ceased use in October 2002 and that SGI had the intent not 

to resume use, as indicated by its replacement of the “O2” brand with a new mark and its continual classification of 

“O2” as defunct starting in August 2004. 
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An abandoned trademark registration is not capable of assignment, as there is no property 

left to be transferred after the mark has been abandoned through nonuse. See Money Store v. 

Harriscorp Finance, Inc., 689 F.2d 666, 216 U.S.P.Q. 11 (7th Cir. 1982) (“An abandoned 

trademark is not capable of assignment.”); see, e.g., Mister Donut of America, Inc. v. Mr. Donut, 

Inc., 418 F.2d 838, 164 U.S.P.Q. 67 (9th Cir. 1969); Uncas Mfg. Co. v. Clark & Coombs Co., 

200 F. Supp. 831, 132 U.S.P.Q. 683 (D.R.I. 1962), aff'd on other grounds, 309 F.2d 818, 135 

U.S.P.Q. 282 (1st Cir. 1962) (after assignor sold off tangible assets and ceased business, it sold 

mark to plaintiff: held an assignment in gross); Pilates, Inc. v. Current Concepts, Inc., 120 F. 

Supp. 2d 286, 57 U.S.P.Q.2d 1174 (S.D.N.Y. 2000) (1992 assignment was in gross and invalid 

where the “assignor” went out of business in 1989 and had no good will to assign).  

The ‘093 Registration was assigned to O2 Holdings in October 2007, approximately five 

years after SGI discontinued use of the trademark, and over two years after the Registration was 

legally abandoned in October 2005, as explained above. Moreover, the SGI website continued to 

indicate the O2 products were discontinued for the three years prior to the assignment. The O2 

mark was long-abandoned at the time of transfer and thus did not possess any good will with 

which the mark could have been transferred.  Accordingly, the 2007 assignment agreement 

purported to assign trademark rights where there were none. Because an abandoned mark cannot 

be assigned, the assignment agreement between SGI and O2 Holdings was void ab initio, and O2 

Holdings never legally became the Registrant. 

Because there is no genuine question of material fact regarding the invalidity of the 

assignment, Petitioner is also entitled to Summary Judgment on the grounds of abandonment by 

assignor such that Respondent never legally obtained ownership of any transferred rights in the 

‘093 Registration. 
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c) Even if the registered mark were not abandoned by SGI and the assignment were 

valid, Respondent engaged in naked, uncontrolled licensing of the mark resulting in 

a loss of trademark significance, and thus, abandonment of the registered mark.  

 

It is well established that naked licensing can cause a trademark to lose its significance as 

a mark, such that the registration may be cancelled on the grounds of abandonment. Haymaker 

Sports, Inc. v. Turian, 581 F.2d 257, 198 U.S.P.Q. 610, 613 (C.C.P.A. 1978) (“Uncontrolled 

licensing of a mark results in abandonment of the mark by the licensor.”). Here, to the extent that 

Respondent had any valid trademark rights in the mark, it has abandoned the mark through years 

of completely uncontrolled, unsupervised, and unmonitored licensing. 

 After the October 29, 2007 assignment, which was invalid ab initio as explained above, 

O2 Holdings licensed the trademark back to the assignor, SGI, In its May 12, 2010 response to 

O2Micro’s Motion for Summary Judgment, O2 Holdings admitted that it absolved itself of any 

responsibility in the oversight of its licensee’s use of the mark, and to the contrary, that it was 

actually, SGI, rather than itself who had the burden of coming forward with information as to its 

use or lack of use of the mark in commerce. (Respondent’s Response to Petitioner’s Motion for 

Summary Judgment, at 3-4). O2 Holdings acknowledges that it did not know, and never bothered 

to look into, whether its licensee, SGI, may have discontinued use of the mark, and it was not 

until the Petition to Cancel was filed that O2 Holdings investigated its licensee’s use, thereby 

admitting that it did not make any effort to ensure that the mark was still in use by its licensee, 

much less, the nature of such use for the purposes of quality control, prior to filing its Section 8 

and 9 renewal. Id.   

As the mark holder, O2 Holdings had an affirmative duty to continuously supervise and 

exert control over the quality of goods offered by its licensee. Barcamerica Intern. USA Trust v. 
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Tyfield Importers, Inc., 289 F.3d 589, 596 (9th Cir. 2002) (affirming dismissal on summary 

judgment where plaintiff licensed mark for use on wine with no quality control provision in the 

license and plaintiff "played no meaningful role in holding the wine to a standard of quality”). 

The only effective way to protect the public where a trademark is used by a licensee is to place 

on the licensor the affirmative duty of policing in a reasonable manner the activities of his 

licensee. Dawn Donut Co. v. Hart's Food Stores, Inc., 267 F.2d 358, 367 (2d Cir. 1959). The fact 

that O2 Holdings tried to relieve itself of this affirmative duty through the license agreement by 

putting the burden on SGI, does not immunize it from the loss of rights by naked licensing.  

To the contrary, such conduct amounts to naked licensing. By attempting to place 

affirmative oversight duties on the licensee, O2 Holdings itself indicated that it never had any 

intention to conduct quality control procedures or investigate its licensee’s use of the mark or 

ensure the quality of the products which were sold under the mark. Such lack of control amounts 

to naked licensing, as O2 Holdings still maintained the burden of putting forth truthful 

statements regarding use in commerce. Such a burden requires, at a minimum, that O2 Holdings 

inquire with its licensee prior to filing its Declaration of Use.  Indeed, Respondent’s May 12, 

2010 response to Petitioner’s Motion for Summary Judgment admits that Respondent filed the 

response without any knowledge that the mark was actually in use. (See Respondent’s Response 

to to Petitioner’s Motion for Summary Judgment, page 4 (“Registrant, thus, submitted the 

renewal under the presumption that SGI’s use was in force and supported renewal.”); see also 

Respondent’s Response to Petitioner’s Requests for Admissions, supra page 4 (stating 

Respondent is not aware of any use of the mark at the time of filing). This, of course, is because 

Respondent actually had specific knowledge to the contrary that the mark was no longer in use 

by SGI, yet filed the renewal fraudulently nonetheless. (See infra).  Here, “it is clear that the 
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[plaintiff] had never exercised actual control over the use of the mark, which it had a burden to 

do.” Stanfield v. Osborne Industries Inc., 52 F.3d 867, 34 U.S.P.Q.2d 1456 (10th Cir.1995) 

(granting summary judgment where license agreement lacked supervision provisions and 

licensor actually failed to exercise control or supervision). 

Beyond attempting to divest itself of its oversight responsibilities as licensor in the 

license agreement, O2 Holdings’ admitted failure to actually exercise any supervision or control 

measures over its licensee’s use of the mark further amounts to naked licensing (See Registrant’s 

Response to Petitioner’s Motion for Summary Judgment, at 4.) “It is well established that where 

a trademark owner engages in naked licensing, without any control over the quality of goods 

produced by the licensee, such a practice is inherently deceptive and constitutes abandonment of 

any rights to the trademark by the licensor.” Barcamerica Intern. USA Trust, 289 F.3d at 596 

(9th Cir. 2002). In such circumstances, it is appropriate for the trademark registration to be 

cancelled. Id., citing McCarthy on Trademarks §18:48 (“[U]ncontrolled and ‘naked’ licensing 

can result in such a loss of significance of a trademark that a federal registration should be 

cancelled.”); see, e.g., FreecycleSunnyvale v. Freecycle Network, 626 F.3d 509, 515 (9th Cir. 

2010) (granting summary judgment based on a finding of naked licensing and abandonment 

where licensor did not retain express contractual control over trademark use or exercise actual 

control).  

Based on the foregoing, O2Micro submits that there are no disputed material facts with 

respect to: the nonuse of the subject trademark for at least the statutory period; the intent not to 

resume use during that period; the invalidity of the assignment; the Respondent’s naked licensing 

of the mark; and that Respondent, itself, has never used the mark shown in the ‘093 Registration 
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for the goods identified therein in commerce in the US.  Accordingly, O2Micro requests that its 

motion for summary judgment on the issue of abandonment be granted. 

 

 

2. Petitioner is entitled to Summary Judgment on the issue of fraud on the Trademark 

Office 

 

a) Respondent knowingly made false representations to the Trademark Office in its 

Section 8/9 renewal Application 

 

 This is a case where a non-U.S. company seeks to gain and maintain trademark rights in 

the U.S. without using its trademark in commerce. While reliance on Section 44 of the Lanham 

Act will temporarily result in such rights, taking an assignment of a third party registration for an 

abandoned trademark, and submitting a false declaration of current use, do not.  

“The US Trademark Office depends on the accuracy of information provided by 

applicants and registrants regarding an applicant’s or registrant’s goods and services [as it] has 

no ability to verify the truth of identifications and other critical information independently.” 

Grand Canyon West Ranch LLC v Hualapai Tribe, 88 U.S.P.Q.2d 1501 (T.T.A.B. 2008).  See 

also, Standard Knitting Ltd. v. Toyota Jidosha Kabushiki Kaisha, 77 U.S.P.Q.2d 1917, 1928 

(T.T.A.B. 2006) (the PTO “relies on the thoroughness, accuracy and honesty of each applicant 

[because it] does not inquire as to the use of the mark on each good listed … relying on 

applicant’s declaration”).  Thus, imposing a duty on applicants to ensure the accuracy of their 

applications protects the integrity of the trademark registry and ensures it will not be tainted with 

false statements of use, which affect all trademark owners and applicants. 

 Here, notwithstanding knowledge to the contrary, O2 Holdings declared, under penalty of 

perjury, to be using a trademark in commerce for goods which it did not sell, in a field of 

business in which O2 Holdings is not a participant anywhere in the world, most significantly, not 
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in the United States (Declaration of Fessler), and for goods which its predecessor in interest had 

not sold under the mark for many years. Simply stated, when O2 Holdings filed its Renewal 

Application, there was no reasonable basis for a claim that O2 Holdings was using the “O2” 

mark in commerce connection with “computer hardware and computer operating system 

software, and instructional manuals therefore sold as a unit therewith,” and no reasonable basis 

for a claim that O2 Holdings was unaware of that fact, but instead knowingly and intentionally 

misled the U.S. Trademark Office on this material fact resulting in renewal of the ‘093 

registration.   

b) Respondent’s specimens submitted with its Section 8/9 renewal were 

intentionally incomplete 

 

SGI discontinued the sale of “O2” branded products and abandoned its “O2” trademark 

for “computer hardware and computer operating system software, and instructional manuals 

therefore sold as a unit therewith” years before executing an assignment of the ‘093 Registration 

to O2 Holdings in 2007 (Declaration of Ball). SGI’s discontinuance of sales of “O2” branded 

products occurred as much as seven years prior to O2 Holdings’ filing of the Renewal 

Application (Declaration of Ball). Nevertheless, O2 Holdings submitted a specimen of use 

showing an image of the discontinued product, and submitted a declaration that the mark was in 

use in commerce in connection with such goods.  The specimen comprises a 2002 “Data Sheet” 

and pages from the SGI web site (O2 Holdings’ alleged licensee) on which discontinued 

products are shown and from which user manuals for the discontinued products are available for 

download.  The web page that appeared prior to the page on which discontinued products are 

shown is a page that explains that the products, identified as “Legacy Products,” are discontinued 

(See Exhibit A to the Declaration of Fessler and Declaration of Ball). The specimen that O2 

Holdings submitted with its Renewal Application did not include this “Legacy Products” page. 
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In deciding to omit this page, O2 Holdings avoided making of record the fact that the “O2” 

system was actually no longer available at the time of the Renewal Application. 

O2 Holdings stated in its July 26, 2010 Motion to Dismiss that “Registrant received no 

communications from SGI prior to commencement of the time period for renewal of Registrant’s 

Mark that SGI had stopped making and selling O2 products. Registrant, thus submitted the 

renewal under the presumption that SGI’s use was in force and supported renewal.” (Motion to 

Dismiss, p. 5).  

The “time period for renewal of Registrant’s Mark” ran from March 9, 2008 to March 9, 

2009 (based on a Registration date of March 9, 1999). O2 Holdings filed its Renewal 

Application on March 9, 2009. Accordingly, O2 Holdings had no communication with its 

purported licensee, SGI, regarding us of the trademark for at least a year, yet proceeded to file a 

declaration of use stating it was using the O2 trademark.  

Furthermore, not having heard from its licensee regarding use of the trademark, it follows 

that O2 Holdings had to obtain a specimen of use on its own. In order to reach the pages that 

were submitted as a specimen of use, O2 Holdings would have first come to the “Legacy 

Products” page as discussed above, which explicitly informs the visitor that such products “are 

no longer manufactured or sold by SGI.” Thus, O2 Holdings was well aware of the fact that the 

pages following the “Legacy Products” page showed discontinued products. 

The products and services offered by O2 Holdings itself anywhere in the world under the 

“O2” trademark do not include “computer hardware and computer operating system software, 

and instructional manuals therefore sold as a unit therewith.” (Declaration of Fessler). Neither 

SGI nor O2 Holdings sell such goods in the United States under the “O2” trademark and O2 

Holdings was well aware of that fact when it filed the Renewal Application. Because the ‘093 
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registration was the only non-Section 44 registration owned by O2 Holdings, that is, the only one 

in which a claim of use in commerce had been made, it would follow that careful attention to the 

nature and extent of such use would be made both with respect to the SGI license and the 

Renewal Application. 

In addition, the specimen submitted with O2 Holdings’ renewal application would alert 

one, particularly a sophisticated company, of a need to investigate further.  The specimen 

comprises a data sheet with a copyright notice dated 2000, and web page printouts identifying 

“Legacy Products” which are described on the SGI website as depicting discontinued products.  

The specimens obviously show a product that is, at best, outdated, and at least suspiciously old 

enough to warrant investigation. Again, O2 Holdings not having investigated the currentness of 

the specimens when it saw the old copyright notice, and the discontinued products category of 

the web site, and omitting the “Legacy Products” page from its specimen, shows knowledge to 

the extent there was an intent to deceive the Trademark Office. 

As recently held by the Court of Appeals for the Federal Circuit, “a trademark is obtained 

fraudulently under the Lanham Act only if the applicant or registrant knowingly makes a false, 

material representation with the intent to deceive the PTO.”  In re Bose Corporation, 91 

U.S.P.Q.2d 1938 (Fed.Cir. 2009).  The CAFC also acknowledged in Bose that although it is the 

registrant’s subjective intent that must be determined, that “intent must often be inferred from the 

circumstances and related statement made.” In re Bose, citing Medinol v. Neuro Vasx, Inc., 67 

U.S.P.Q.2d 1205, 1209 (T.T.A.B. 2003).   

In the present case, the circumstances are as follows:  

 O2 Holdings is not in the business of manufacturing or marketing “computer 

hardware and computer operating system software, and instructional manuals 

therefore sold as a unit therewith,” and it would be unreasonable to assume O2 

Holdings is not aware of this; 
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 O2 Holdings acquired a US Trademark Registration for an abandoned mark 

covering “computer hardware and computer operating system software, and 

instructional manuals therefore sold as a unit therewith;” 

 

 O2 Holdings failed to allege prior rights in the US in its own trademark 

opposition against a third party “O2” trademark application, even after it acquired 

the ‘093 Registration; 

 

 O2 Holdings has stated it had no contact with its licensee as much as a year before 

filing a declaration attesting to current use of the “O2” trademark and had to have 

obtained specimens comprising its licensee’s web pages on its own, thus being 

made aware of the fact that the products had been discontinued; and 

 

 As recently as one month ago, O2 Holdings stated it is uncertain about whether it 

used the “O2” trademark in commerce at the time the Renewal Application was 

filed, despite being aware of Petitioner’s allegation of fraud for four years. 

 

These circumstances can be interpreted only one way: O2 Holdings knowingly and 

intentionally made false material representations to the US Trademark Office in its Renewal 

Application. 

c) Respondent’s submission of additional specimens following initiation of the 

cancellation action confirms Respondent’s intent to mislead 

 

The record for the ‘093 Registration, and the parties’ submissions with respect to 

Petitioner’s Motion to Strike Affirmative Defenses, show that after the Petition was filed, O2 

Holdings submitted to the U.S. Trademark Office, by letter dated September 8, 2009, a 

“declaration and a substitute/additional specimen” in connection with the ‘093 Registration. The 

submission purports to include a specimen of use comprising “digital photographs of computer 

hardware onto which operating system software is downloaded for use in electronic 

telecommunications devices which bear the subject mark.”  In fact, the specimen comprises an 

image of a telephone “SIM card” with a memory chip for use in connection with 

telecommunications services in the United Kingdom.  If O2 Holdings believed its Renewal 
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Application was defensible, it would have no reason to submit an “additional/substitute’ 

specimen at any time, particularly not after the Petition to Cancel was filed.   

Furthermore, a “SIM” (Subscriber Identity Module) card is used to identify and 

authenticate subscribers on mobile technological devices; thus it does not, and indeed cannot 

have “operating system software” downloaded onto it.  Even if it could, O2 Holdings does not 

sell the “hardware,” but sells the telecommunications services (in the United Kingdom) that are 

paid for or accessed via the user of the card.   

In addition, the declaration included in the September 8, 2009 submission by O2 

Holdings indicates that “instructional manuals therefore sold as a unit therewith” should be 

deleted from the registration. Such goods were included in the declaration filed with the Renewal 

Application and the declaration stated that such goods were sold in commerce under the “O2” 

trademark. O2 Holdings cannot now seek to simply amend its registration in an effort to 

somehow “cure” its Renewal Application. Accordingly, even if the “additional/substitute” 

specimen were relevant, or could somehow “cure” the deficiencies in the Renewal Application, 

its filing and the related declaration do not support a claim that O2 Holdings is using the “O2” 

trademark in commerce in the United States in connection with computer hardware and 

operating system software. Instead, this submission further supports the position that the 

Renewal Application comprised knowingly false material representations. 

O2Micro submits that there are no disputed material facts with respect to O2 Holdings 

having made a knowingly false, material representation with the intent to deceive the U.S. 

Trademark Office when it filed its Renewal Application. Accordingly, O2Micro respectfully 

requests that its motion for summary judgment on this issue be granted. 
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CONCLUSION 

Petitioner, O2Micro, respectfully requests that the Board GRANT Petitioner’s Motion for 

Summary Judgment and grant such other further relief as it deems appropriate. 

 

 

O2Micro International Limited 

 

       

Dated: July 3, 2013   By:_/s/Teresa C. Tucker________________________ 

Teresa C. Tucker 

Alex P. Garens 

Attorneys for Petitioner  

Grossman, Tucker, Perreault & Pfleger, PLLC  

55 S. Commercial Street 

Manchester, NH 03101 

603-668-6560 

Email ttucker@gtpp.com 

 

 

 

 

CERTIFICATE OF SERVICE 

 

It is hereby certified that a true and complete copy of the subject PETITIONER’S 

MOTION FOR SUMMARY JUDGMENT was served upon the Respondent via email, this 3rd 

day of July, 2013 to the following address: 

 

s.baker@br-tmlaw.com 

 

By:_/s/Teresa C. Tucker________________________ 

Teresa C. Tucker 
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